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Reply to Office Action of September 20, 2007 

REMARKS 

In response to the Office Action of September 20, 2007, claim 1 1 is hereby amended. 
Claims 1 1 and 12 were rejected under 35 U.S.C. § 102(b), 35 U.S.C. § 103(a), and under the 
judicially created doctrine of obviousness-type double patenting. Each of these rejections is 
addressed below. 

Obviousness-type Double Patenting Rejections 

The Examiner has maintained the rejection of claims 1 1 and 12 under the judicially 
created doctrine of obviousness-type double patenting. As previously noted. Applicant agrees to 
submit a terminal disclaimer when allowable subject matter is determined. 

Priority Claim 

The Examiner maintains that the earliest filing date to which this application is entitled is 
September 16, 1994, the filing date of PCT/US94/10562. The Examiner reasons that the 
applications filed prior to this date to which this application claims priority do not adequately 
describe nucleic acid ligands that are capable of forming a crosslink to a target and comprise one 
or more photoreactive groups. In the interest of furthering the prosecution of this application. 
Applicant hereby withdraws the claim of priority, without prejudice to the following 
applications: U.S. Patent Application Serial No. 08/143,564, filed October 25, 1993; U. S. 
Patent Application Serial No. 08/461,069, filed June 5, 1995, now U.S. Patent No. 5,567,588; 
U.S. Patent Application Serial No. 07/714,131, filed June 10, 1991, now U.S. Patent No. 
5,475,096; U.S. Patent Application Serial No. 07/536,428, filed June 11, 1990, now abandoned; 
and U.S. Patent Application Serial No. 07/931,473, filed August 17, 1992, now U.S. Patent No. 
5,270,163. 

Rejection under 35 U.S.C. § 102(b) 

The Court of Appeals for the Federal Circuit has stated that anticipation requires the 
presence in a single prior art reference of each and every element of the claimed invention. 
Lindemann Maschinenfabrik GMBH v. American Hoist & Derrick Co., 730 F.2d 1452, 1458 
(Fed. Ck. 1984); A/co Standard Corp. v. Tennessee Valley Auth., 1 U.S.P.Q.2d 1337, 1341 (Fed. 
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Cir. 1986). "There must be no difference between the claimed invention and the reference 
disclosure, as viewed by a person of ordinary skill in the field of the invention." Scripps Clinic 
V. Genentechlnc, 18 U.S.P.Q.2d 1001, 1010 (Fed. Cir. 1991) (citations omitted). 

The Examiner has rejected claims 1 1 under 35 U.S.C. § 102(b) as being anticipated by 
Van Houten et al. (1986) J. Biol. Chem. 261 :14135-14141. The Examiner reasons that that 
claim 1 1 is directed to a nucleic acid ligand comprising one or more photoreactive groups that is 
capable of forming a crosslink with a target molecule, wherein the target molecule can be 
"virtually any chemical compound," including a complementary nucleic acid ligand. The 
Examiner further reasons, that Van Houten et al. disclose nucleic acids comprising a 
photoreactive group capable of forming a crosslink with a target molecule, which is a 
complementary strand of DNA . From this the Examiner concludes that Van Houten et al. 
anticipates claim 11. In response to this rejection claim 1 1 has been amended to clarify that the 
targets of the instant invention do not include complementary strands of nucleic acids. Support 
for this amendment can be found in U.S. Patent Application Serial No. 07/714,131, which is 
incorporated by reference into the instant application (page 2, lines 17-26), and which provides 
in relevant part: 

The nucleic acid antibodies of the present invention include all nucleic 
acids having a specific binding affinity for a target, while not including the cases 
when the target is a polynucleotide which binds to the nucleic acid through a 
mechanism which predominantly depends on Watson/Crick base pairing or triple 
helix agents (See, Riordan, M. et al. (1991) Nature 350:442-443); provided, 
however, that when the nucleic acid antibody is double-stranded DNA, the target 
is not a naturally occuring protein whose physiological function depends on 
specific binding to double- stranded DNA. 

(page 28, lines 19-29, emphasis added). Applicant believes that claim 11, as amended, is not 
anticipated by the prior art relied upon by the Examiner. 

Rejections under 35 U.S.C. § 103fa) 

The Examiner bears the burden of establishing a prima facie case of obviousness (Section 
103). In determining obviousness, one must focus on Applicant's invention as a whole. Symbol 
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Technologies Inc. v. Opticon Inc., 19 U.S.P.Q.2d 1241, 1246 (Fed. Cir. 1991). The primary 
inquiry is: 

whether the prior art would have suggested to one of ordinary skill in the art that 
this process should be carried out and would have had a reasonable likelihood of 
success .... Both the suggestion and the expectation of success must be found in 

the prior art, not in the applicant's disclosure. 

In re Dow Chemical, 5 U.S.P.Q.2d 1529, 1531 (Fed. Cir. 1988). 

The Examiner has rejected claims 1 1 and 12 under 35 U.S.C. § 103(a) as being 
unpatentable over Van Houten et al. as applied to claim 1 1 and further in view of Tanner et al. 
(1988) Biochemistry 27:8852-8861. Briefly, the Examiner reasons that Van Houten et al. teach 
oligonucleotides comprising the photoreactive group psoralen that are capable of crosslinking to 
the complementary nucleic acid when exposed to ultraviolet radiation. The Examiner cites 
Tanner etal. as teaching oligonucleotides incorporating the photoreactive groups: 4-thiouridine 
and 5-bromouridine. From this combination of references, the Examiner concludes that it would 
have been obvious to one of ordinary skill in the art to substitute the photoreactive groups taught 
by Tanner et al. into the nucleic acids of Van Houten et al. to predictably obtain a nucleic acid 
able to crosslink a target after exposure to ultraviolet radiation. 

In response, as noted above, claim 1 1 has been amended to exclude complementary 
strands of nucleic acid ligands as potential targets. Since Van Houten et al. does not teach or 
suggest targets other than complementary strands of DNA, Applicant maintains that this 
reference does not render the claims of the instant invention obvious. Applicant further 
maintains that Tanner et al. does not cure this defect and thus the combination of Van Houten et 
al. and Tanner et al. does not render the present invention obvious. Applicant therefore 
respectfully requests that the rejection under 35 U.S.C. § 103(a) be withdrawn. 

Applicant believes that the pending claims are now in condition for allowance. If it 
would be helpful to obtain favorable consideration of this case, the Examiner is encouraged to 
call and discuss this case with the undersigned. 
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This constitutes a request for any needed extension of time and an authorization to charge 
all fees therefore to deposit account No. 19-51 17 if not otherwise specifically requested. The 
undersigned hereby authorizes the charge of any fees created by the filing of this document or 
any deficiency of fees submitted herewith to be charged to deposit account No. 19-51 17. 



Respectfully submitted. 



Date February 5, 2008 /Rosemary Kellogg/ 

Rosemary Kellogg, #39,726 
Swanson & Bratschun, L.L.C. 
8210 SouthPark Terrace 
Littleton, Colorado 80120 
Telephone: (303) 268-0066 
Facsimile: (303) 268-0065 
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